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Office Action Summary 



Application No. 


Applicant(s) 


Examiner 


Group Art Unit 





P ri d for Response 

A SHORTENED STATUTORY PERIOD FOR RESPONSE IS SET TO EXPIRE 
MAILING DATE OF THIS COMMUNICATION. I I O EXPIRE. 



MONTH(S) FROM THE 



- Extensions of time may be available under the nrovisions of 37 tfr i i •jr/=.\ . u 

from the mailing date of this communication "° ""^^ ^ '^^"^ "e timely filed after SIX (6) MONTHS 

Status 

^/Responsive to confimunication(s) filed on 6/^<i^^ / ^/^A <K 

□ This action is FINAL. 



n Since this application is In condition for allowance except for formal matters Drosecution tn tho m^rito i . • 
accordance with the practice under Expa/teOaay/e, 1935 CD. 1 ^.^^f^^^^^^ 

Disp sition of Claims 

51/Claim(s) / — 

Of the above niaim(c) '^"'// ; < 
□ Claim(s) 



Is/are pending in the application. 
Is/are withdrawn from consideration. 



□ Clalm(s) . 

□ Claim(s) . 



is/are allowed. 

— is/are rejected. 
is/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 (aHd) 

□ Acknowledgment Is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d) 

□ All USome* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



are subject to restriction or election 

requirement. 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)) 
*Certified copies not received: 

Attachment(s) 

/ 

Sinfomfiatlon Disclosure Statement(s), PTO-1449, Paper No(s). /o 



G^otlce of References Cited, PTO-892 
□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

Office Acti n Summary 



□ Interview Summary. PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 



U. 8. Patent and Trademark Office 
PTO-326 (Rev. 3-97) 



nj.S. GPO: 1997-417-381/62710 
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DETAILED ACTION 



Election/Restriction 
1 Applicant's election without traverse of Group I, claims 1-22 i 



in Paper No. 5, filed 

.ncMedi„Gr„„pn.I„.ew„fapp,loa„.3..e«ion,c,.„.9.„„e..wi„a.w„,„„ 
consideration srnce claims 9-n are substantially same as clai„u 23-25. 



Oaim Rejections - 35 USC § 102 
2 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that fonn the 
bas,s for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

3- Claims 1-4 and 12-18 are rejected under 35 U S C ^C^')(U^ u ■ , 

aer J3 u.b.C. 102(b) as bemg clearly anticipated by 

Oezbilen (See abstract, alloy 2). 

4. Claims 5-6, 8, 19-20, and 22 are rejected under 35 U S C 102rh^ . k • ■ ■ 

^ ^ ^ '^ ^02(b) as bemg anticipated by 



0=.bi,e„ (See abs^act, alloy 2) because claimed dispersoid element propo^ion includes 
wh,ch suggests said dispersoid elements could be elin^ated from the Al base alloy 



Claim Rejections - 35 USC § 103 

5 The following is a quotation of 35 U S r i mr.\ u- i. r- 

U.S.C. 103(a) which forms the basis for all obviousness 
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rejections set forth in this Office action. identicallv disclosed or described as set forth in 



manner in which the invention was made. 

6 The facmal inquiries se. forth in Gr^ v. JoHn D.ere Co. , 148 "SPQ f . *^ ?re 
applied for estaWishing a baclcground tor deteraumng obviousness under 35 U.S.C. 103(a) 

summarized as follows: . 

A Determining the scope and contents of the pnor art , . . , . ^ 

B AsrertaininI the differences between the prior art and the claims at issue. 
C Resolving the level of ordinary skill in the pertinent art. . 
D. Considering objective evidence present in the appUcation indicating 
obviousness or unobviousness. 

7 This aoDlieation currently names joint inventors. In considering patentability of the claims 
!„der 3I U S C iS the exiiner presumes that the subject matter of the varrous claims was 
:olo;"<^ed'!fthi.imeanyinvel.cov^^^^ 

made in order for the examiner to consider the applicability of 35 U.S.C. 103(c ) and potential 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

8. Claims 1-8 and 12-22 are rejected under 35 U.S.C. § 103 as being unpatentable over USP 
5122339 to Pickens et al. (PTO-1449, Claim 1), USP 521 1910 to Pickens et al. (PTO-1449, 
abstract), USP 5259897 to Pickens et al. (PTO-1449, abstract), JP 01025954 (abstract), WO 
9532074 (abstract), WO 9212269 (abstract), or DE 2810932 (abstract). 

9. Claims 1-8 and 12-22 are rejected under 35 U.S.C. § 103 as being unpatentable over USP 
5462712 to Langan et al. (PTO-1449, abstract), USP 5137686 to Rioja et al. (PTO-1449, 
abstract), USP 4869870 to Rioja et al. (PTO-1449, abstract), USP 4832910 to Rioja et al. (PTO- 
1449, claim 5), USP 464891|'to Sawtell et al. (abstract), USP 4806174 to Cho (abstract), USP 
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4790884 to Young et al. (abstract), or USP 5076859 to Rioja (abstract). 

10. The cited references disclose the features substantially as claimed. The disclosed features 
include the claimed Al base alloy. Therefore, the subject matter as a whole would have been 
obvious to one having ordinary skill in the art at the time the invention was made to have selected 
the overlapping portion of the subject matter disclosed by the reference. Overlapping ranges have 
been held to be a prima facie case of obviousness, see See MPEP § 21 12.01, In re Best, 195 USPQ 
430, In re Malagari, 182 USPQ 549, In re Titanium Metals Corporation of America v. Banner, 
227 USPQ 773 (Fed. Cir. 1985), In re Woodrufle, 16 USPQ 2d 1934, and In re Wertheim, 541 
F.2d 257, 191 USPQ 90 (CCPA 1976). 

Double Patenting 

11. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevem possible 
harassment by muhiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir 1993) In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 

F 2d 937 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiilly comply with 37 CFR 3 .73(b). 

12. Claims 1-8 and 12-22 are rejected under the judicially created doctrine of double patenting 
over USP 5462712 to Langan et al. (PTO-1449, abstract), USP 5137686 to Rioja et al. (PTO- 
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1449, abstract), USP 4869870 to Rioja et al. (PTO-1449, abstract), US? 4832910 to Rioja et al. 
(PTO-1449, claim 5), USP 4648916 to Sawtell et al. (abstract), USP 4806174 to Cho (abstract), 
USP 4790884 to Young et al. (abstract), or USP 5076859 to Rioja (abstract) since the claims, if 
allowed, would improperly extend the "right to exclude" already granted in the patent, 

13. The subject matter claimed in the instant application is ftilly disclosed in the patent and is 
covered by the patent since the patent and the application are claiming common subject matter, as 
follows: the instant Al base alloy composition is overlapped by the Al base alloys of cited patents. 

14. Furthermore, there is no apparent reason why applicant was prevented from presenting 
claims corresponding to those of the instant application during prosecution of the application 
which matured into a patent. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). 
See also MPEP § 804. 

Conclusion 

The above rejection relies on the reference(s) for all the teachings expressed in the text(s) 
of the references and/or one of ordinary skill in the metallurgical art would have reasonably 
understood or impUed from the text(s) of the reference(s). To emphasize certain aspect(s) of the 
prior art, only a specific portion(s) of the text(s) has been pointed out. Each reference as a whole 
should be reviewed in responding to the rejection, since other sections of the same reference 
and/or various combination of the cited references may be relied on in future rejection(s) in view 
of amendment(s). 

All recited limitations in the instant claims have been meet by the rejections as set forth 

above. 

Applicant is reminded that when amendment and/or revision is required, applicant should 
therefore specifically point out the support for any amendments made to the disclosure. See 



# 
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MPEP§ 2163.06 (a) and 37 C.F.R. § I.I19. 



normally be reached Monday .„ Friday from 6:3ol mCs 00 p'm 
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